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DETAILED ACTION 

1. Claims 1-7, 14, 16-22, 29, 31-37 and 45-51 are pending. 

2. The reference on the IDS filed 4 April 2009 that is lined out, was done so because no date 
was provided. 

3. The objection to claims 1, 6-7, 16 and 31-51 because of informalities is withdrawn in 
light of AppUcant's amendment of the claims. 

4. The rejection of claims 2-3, 14, 17-18 and 29 under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter that 
Applicant regards as the invention is withdrawn in light of Applicant's amendment of the claims. 



Claim Rejections - 35 USC § 112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention, 

6. Claims 1, 16, 31-37 and 45-51 are rejected under 35 U.S.C. 1 12, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject matter 
that was not described in the specification in such a way as to reasonably convey to one skilled in 
the relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. The rejection is repeated for the reasons of record as set forth in the Office 
action mailed 7 January 2009, as applied to claims 1, 16, 31-37, 39 and 45-51. Applicant's 
arguments filed 4 April 2009 have been fiiUy considered but they are not persuasive. 



Application/Control Number: 10/599,307 Page 3 

Art Unit: 1638 

Neither the instant specification nor the originally filed claims appear to provide support 
for the recitation of the crop producing a Cry2 protein, as in claims 33-36 and 47-50. There is no 
mention of Cry2 in the specification. 

Neither the instant specification nor the originally filed claims appear to provide support 
for the recitation of the crop producing a Cry9 protein, as in claims 31-32, 39 and 45-46. There 
is no mention of Cry9 in the specification. 

Neither the instant specification nor the originally filed claims appear to provide support 
for the recitation of the crop producing a Vip3A protein, as in claims 35-37 and 49-518. There is 
no mention of Vip3A in the specification. 

The only toxins mentioned in the context of planting a mixture of crops, each 
transformed with a different toxin directed to the same pest are CrylF, CrylA(b), Cry34/35 and 
Cry 3 (see pg 6, lines 8-25). 

Neither the instant specification nor the originally filed claims appear to provide support 
for the recitation of any combinations other than CrylF with CrylAb and Cry34/35 with Cry 3 in 
claims dependent upon claims 8 and 23. See pg 12, lines 11-18 and original claims 13 and 28. 

Thus, such recitations constitute NEW MATTER. In response to this rejection. 
Applicant is required to point to support for the recitations or to cancel the new matter. 

Applicant urges that all patents are specifically incorporated by reference (response pg 9). 

This is not found persuasive. To refer everything to the specification as originally filed, 
1185 of 2008/0226753 corresponds to pg 20, lines 21-24. 
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Incorporation by reference requires a specific indication of what material is being 
incorporated. See Advanced Display Systems Inc. v. Kent State University, CAFC, 54 USPQ2d 
1673, at pg 1679-1680: 

To incorporate material by reference, the host document must identify \v iih detailed particularity what specific 
material it incorporates and clearly indicate where that material is found in the \ arious documents. See In re 
Seversky, 474 F.2d 671, 674, 177 USPQ 144, 146 (CCPA 1973) (providing that incorporation by reference 
requires a statement "clearly identilying the subject matter which is incorporated and where it is to be found"); In 
re Saunders, 444 F.2d 599, 602-03, 170 USPQ 213, 216-17 (CCPA 1971) (reasoning that a rejection for 
anticipation is appropriate only if one reference "expressly incorporates a particular part" of another reference); 
National latex Prods. Co. v. Sim Rubber Co., 274 F.2d 224, 230, 123 USPQ 279, 283 (6th Cir. 1959) (requiring 
a specific reference to material in an earlier application in order have that material considered part of a later 
application); cf. Lund, 376 F.2d at 989, 153 USPQ at 631 (holding that a one sentence reference to an abandoned 
application is not sufficient to incorporate material from the abandoned application into a new application). 

Applicant urges that Cry2 and Cry9 are mentioned in US 6,023,013 and Vip3A in 
5,877,012, both of which have been incorporated by reference (response pg 9). 

This is not found persuasive. To refer everything to the specification as originally filed, 
Til 1 and II 1 5 of 2008/0226753 correspond to pg 3, lines 18-31, and pg 4, line 24, to pg 5, line 8, 
respectively. 

US 6,023,013 is cited in the specification for modified versions of Cry3Bb; it is not cited 
for Cry2 and Cry9. US 5,877,012 is cited in the specification for methods of expressing insect 
toxins in plants; it is not cited for Vip3A. There is no specific mention of incorporation of Cry2, 
Cry9 and Vip3A by reference. Thus, US 6,023,013 and 5,877,012 do not provide support for 
claims reciting Cry2, Cry9 and Vip3A. 

Applicant urges that written description support is examined in view of the disclosure as 
filed, not a particular portion of the application (response pg 9-10). 

This is not found persuasive because of the context in which the cited paragraphs are. 



The context is background; it not a discussion of what Applicant's invention is. 
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Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a), which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the im ention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the stibject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 1,4, 16 and 19 rejected under 35 U.S.C. 103(a) as being unpatentable over Zhao 
et al (2003, Nature Biotechnol. 21 : 1493-1497). The rejection is repeated for the reasons of 
record as set forth in the Office action mailed 7 January 2009. Applicant's arguments filed 4 
April 2009 have been fiiUy considered but they are not persuasive. 

The claims are drawn to a method of reducing the development of resistant pests in a 
field of transgenic pest resistant crops, the method comprising planting a blend of two types of 
transgenic seed, each pesticidal to the same pest but each using a different mode of pesticidal 
action. 

Zhao et al teach a blend of broccoli plants, wherein one plant confers resistance to 
diamondback moth by way of Cry 1 Ac and the other by way of CrylC (paragraph spanning the 
columns on pg 1494; Fig 1). As there is no linkage between CrylAc and CrylC resistance 
genes in diamondback moth (pg 1494, left column, paragraph 1), the CrylAc and CrylC work 
via different modes of action. 

Zhao et al do not teach planting a blend of seeds of the plants. 

At the time the invention was made, it would have been obvious to one of ordinary skill 
in the art to modify the method of preventing insect pests from developing resistance to Bt toxins 
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taught by Zhao et al to plant a blend of seeds. One of ordinary skill in the art would have been 
motivated to do so because seeds are what farmers would plant in the fields. 

Applicant urges that Zhao teaches away fi-om the claimed method because they teach that 
it is inferior and that otiier methods are preferable (response pg 1 1-12). 

This is not found persuasive because Zhao does not teach that it should never be used. 
Further, one of skill in the art would use the claimed method in studies of delaying insect 
resistance evolution, at least as a comparison to other methods. 

9. Claims 5 and 20 are rejected under 35 U.S. C. 103(a) as being unpatentable over Zhao et 
al (2003, Nature Biotechnol. 21:1493-1497) as applied to claims 1, 4, 16 and 19 above, and 
further in view of Pershing et al (2003, US 6,551,962). The rejection is repeated for the reasons 
of record as set forth in the Office action mailed 7 January 2009. Applicant's arguments filed 4 
April 2009 have been fiiUy considered but they are not persuasive. 

The claims are drawn to a method of reducing the development of resistant pests in a 
field of transgenic pest resistant crops, the method comprising planting a blend of two tj^es of 
transgenic seed, each pesticidal to the same pest but each using a different mode of pesticidal 
action, and wherein the seed has been treated with a pesticidal agent. 

The teachings of Zhao et al are discussed above. Zhao et al do not teach treating seed 
with a pesticidal agent. 

Pershing et al teach treating seed transformed with a nucleic acid encoding a Cry3Bb 
protein, which is toxic to ECB and WCRW, optionally with a nucleic acid encoding a second 
pesticidal protein, with pesticidal agents including pyrethrins, oxadizines, chloronicotinyls, 
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nitroguanidines, triazoles, organophosphoates, pyrrols, pyrazoles, diacylhydrazines and 
carbamtes (column 3, line 38, to colunm 4, line 10; claims 8-15). 

At the time the invention was made, it would have been obvious to one of ordinary skill 
in the art to modify the method of preventing insect pests from developing resistance to Bt toxins 
taught by Zhao et al, to treat the seed with a pesticidal agent as described in Pershing et al. One 
of ordinary skill in the art would have been motivated to do so because Pershing et al teach that 
the chemical pesticidal treatment would reduce the chance of the pests developing resistance 
(column 3, line 59, to column 4, line 10). 

Applicant urges that because Zhao et al teaches away from the claimed method, the 
rejection cannot be supported (response pg 12-13). 

This is not found persuasive for the reasons indicated above. 
10. Claims 14 and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable over Zhao et 
al (2003, Nature Biotechnol. 21:1493-1497) as applied to claims 1, 4, 16 and 19 above, and 
fiirther in view of Plaisted et al (1999, US 5,990,395). The rejection is repeated for the reasons 
of record as set forth in the Office action mailed 7 January 2009. Applicant's arguments filed 4 
April 2009 have been fully considered but they are not persuasive. 

The claims are drawn to a method of reducing the development of resistant pests in a 
field of transgenic pest resistant crops, the method comprising planting a blend of two types of 
transgenic seed, each pesticidal to the same pest but each using a different mode of pesticidal 
action and wherein the seed is also transformed with an EPSPS gene. 

The teachings of Zhao et al are discussed above. Zhao et al do not teach do not teach 
seed transformed with an EPSPS gene. 
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Plaisted et al teach transforming plants with a Cryl Ab gene or V1P3 (now known as the 
V1P3A) gene, and an EPSPS gene (column 10, line 59, to column 11, line 52). 

At the time the invention was made, it would have been obvious to one of ordinary skill 
in the art to modify the method of preventing insect pests from developing resistance to Bt toxins 
taught by Zhao et al to also include an EPSPS gene in the seed, given advantages of herbicide 
resistance touted by Plaisted et al (column 9, line 61, to column 10, line 16). 

Applicant urges that because Zhao et al teaches away from the claimed method, the 
rejection cannot be supported (response pg 13). 

This is not found persuasive for the reasons indicated above. 
11. Claims 2-3, 6-7, 17-18, 21-22, 31-37 and 45-51 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Zhao et al (2003, Nature Biotechnol. 21 : 1493-1497) as applied to claims 
1, 4, 16 and 19 above, and ftirther in view of each of Crickmore et al (1998, Microbiol. Mol. 
Biol. Rev. 62:807-813), Plaisted et al (1999, US 5,990,395), Pershing et al (2003, US 6,551,962) 
and Narva et al (WO 97/40162), taken with the evidence of the instant specification. The 
rejection is repeated for the reasons of record as set forth in the Office action mailed 7 January 
2009. Applicant's arguments filed 4 April 2009 have been fiiUy considered but they are not 
persuasive. 

The claims are drawn to a method of reducing the development of resistant pests in a 
field of transgenic pest resistant crops, the method comprising planting a blend of two types of 
transgenic seed, each pesticidal to the same pest but each using a different mode of pesticidal 
action and wherein the seed is also transformed with nucleic acids encoding specific Bt toxins. 
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The teachings of Zhao et al are discussed above. Zhao et al do not teach nucleic acids 
encoding CrylF, Cry3, Cryl Ab, Cry2, Cry34Aal and Cry35Aal or VIP3, nor do they teach 
mosaics in which one or both seed t3rpes of transformed with more than one toxin encoding 
nucleic acid. 

Crickmore et al teach numerous Cry proteins, including CrylF, Cry3, Cryl Ab and Cry2 

proteins (Table 1). 

Narva et al teach nucleic acids encoding toxins now known as Cry34Aal and Cry35Aal, 
which confer resistance to Western com rootworm (pg 26, lines 10-14, 23-27). 

Pershing et al teach treating seed transformed with a nucleic acid encoding a Cry3Bb 
protein, which is toxic to ECB and WCRW, optionally with a nucleic acid encoding a second 
pesticidal protein, with pesticidal agents including pyrethrins, oxadizines, chloronicotinyls, 
nitroguanidines, triazoles, organophosphoates, pyrrols, pyrazoles, diacylhydrazines and 
carbamtes (column 3, line 38, to column 4, line 10; claims 8-15). 

Plaisted et al teach transforming plants with a Cryl Ab gene or VIP3 gene (now known as 
VIP3A), and an EPSPS gene (column 10, line 59, to column 11, line 52). 

At the time the invention was made, it would have been obvious to one of ordinary skill 
in the art to modify the method of reducing the development of resistant pests in a field of 
transgenic pest resistant crops taught by Zhao et al, to use nucleic acids encoding the Cry toxins 
described in each of Crickmore et al, Plaisted et al, Pershing et al and Narva et al. One of 
ordinary skill in the art would have been motivated to do so because selection of one endotoxin 
over another would be an obvious step in the optimization of a seed/toxin combination that is 
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best suited to a particular environmental setting. The instant specification teaches that CrylF, 
Cryl Ab, Cry 34/35 and Cry3 all confer resistance to ECB and WCRW (pg 6, lines 17-25). 

Applicant urges that because Zhao et al teaches away from the claimed method, the 
rejection cannot be supported (response pg 14). 

This is not found persuasive for the reasons indicated above. 

Applicant urges that Criclcmore teaches over 100 different Cry proteins, with others 
disclosed in the other references; this would result in trying 10,000 combinations, as the prior art 
does not provide guidance for which combinations are likely to be successfiil (response pg 14- 
15). 

This is not found persuasive because one of skill in the art would select a toxin 
combination based on the desired target pests. Thus, one would not be trying all 100 different 
Cry proteins taught in Crickmore, but only the subset that targets the pests of interest. As ECB 
and WCRW are common pests of the economically important crop, com, one of skill in the art 
would be motivated to choose toxins that are effective against these pests. 



Conclusion 

12. No claim is allowed. 

13. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anne R. Kubelik, Ph.D., whose telephone number is (571) 272- 
0801. The examiner can normally be reached Monday through Friday, 8:30 am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anne Marie Grunberg, can be reached at (571) 272-0975. 

The central fax number for official correspondence is (571) 273-8300. 

Patent applicants with problems or questions regarding electronic images that can be 
viewed in the Patent Apphcation Information Retrieval system (PAIR) can now contact the 
USPTO's Patent Electronic Business Center (Patent EBC) for assistance. Representatives are 
available to answer your questions daily from 6 am to midnight (EST). The toll free number is 
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(866) 217-9197. When calling please have your application serial or patent number, the type of 
document you are having an image problem with, the number of pages and the specific nature of 
the problem. The Patent Electronic Business Center will notify applicants of the resolution of 
the problem within 5-7 business days. Applicants can also check PAIR to confirm that the 
problem has been corrected. The USPTO's Patent Electronic Business Center is a complete 
service center supporting all patent business on the Internet. The USPTO's PAIR system 
provides Intemet-based access to patent application status and history information. It also 
enables applicants to view the scanned images of their own application file folder(s) as well as 
general patent information available to the public. 

For all other customer support, please call the USPTO Call Center (UCC) at 800-786- 

9199. 

July 28, 2009 

/Anne R. Kubelik/ 

Primary Examiner, Art Unit 1638 



